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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 37 
CFR 1 . 17(e), was filed in this application after final rejection. Since this application is eligible 
for continued examination under 37 CFR L 1 14, and the fee set forth in 37 CFR 1 . 1 7(e) has been 
timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 CFR 
1.114. Applicant's submission filed on February 1 5, 2006 has been entered. 

Status of the Application 

2. The action is in response to the RCE filed on February 15, 2006. Currently claims 1, 3-1 1 are 
pending. Claim lis amended. Claim 2 is cancelled. All arguments and amendment have been 
fully considered and thoroughly reviewed and deemed persuasive in view of the amendment. 

Priority 

3. This application filed on August 21, 2003 is a CON of US nonprovisional 09/910,518 filed 
on 7/20/2001 now abandoned, which is a CON of 09/374,962 field on 8/16/1999, which claims 
benefit of US provisional 60/096,818 filed on 8/17/1998. 

New issues 
Objection to the Specification 
5. The specification is objected because of the following informalities: 

(i) This application contains sequence disclosures that are encompassed by the definitions 
for nucleotide and/or amino acid sequences set forth in 37 CFR 1.821(a)(1) and (a)(2). However, 
this application fails to comply the requirements of 37 CFR 1.821 through 1.825. 
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The instant application recites sequences that are not identified by SEQ ID No. (see at least 
page 18-19, 21-22) recite a nucleic acid sequence / amino acid sequence with more than 10 
nucleotides or 4 amino acids, which is not identified by SEQ ID NO.) 

New Grounds of Rejections 
Claim Rejections - 35 USC§102 
6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

Claims 1, 3, 6-10 are rejected under 35 U.S.C. 102(e) as being anticipated by Ruffher et 
al. (USPN. 6,586,180). 

Ruffher et al. teach a method of claim 1, for removing the 3' -untranslated region of a 
population of DNA molecules, wherein each DNA molecule in said population comprises an 
open reading frame and a 3 'untranslated region (see col. 12, line 54-67, col. 13, line 1-17, col. 5, 
line 34-67, col. 6, line 1-47), said method comprising 



Application/Control Number: 10/646,985 Page 4 

Art Unit: 1637 

(a) providing a population of DNA molecules, each of said DNA molecules terminating 
in a 3' overhang upstream of the open reading frame and in a blunt end downstream of the open 
reading frame, wherein each said DNA molecule is double-stranded (see col. 12, line 54-57, col. 

6, line 10-14); 

(b) treating sequentially said DNA molecules first with an exonuclease III and then with a 
single- stranded nuclease under conditions to remove said 3 '-untranslated region wherein the 
sequential treatment of said DNA molecules specifically remove the 3 'untranslated region from 
the end downstream of the open reading frame (see col. 12, line 57-67, col. 13, line 1-5, col. 6, 
line 14-20, Fig. 2). 

With regard to claim 3, Ruffher et al. teach that the nuclease is Mung bean nuclease (see 
col. 12, line 65-67, col. 13, line l-2col. 6, line 19). 

With regard to claim 6-10, Ruffher et al. teach that said population comprises at least 10 
DNA molecules to 10 5 DNA molecules (see col. 2, line 20-30col. 17m line 5-12, col. 18, line 1- 
5). Accordingly Ruffher et al. anticipates the instant claims. 

Claim Rejections - 35 USC§103 

7. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
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evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 4-5, 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ruffher et 
al. (USPN. 6,586,180) in view of Szostak et al. (USPN. 6,214,553, reference taken from the IDS 
submitted by the Applicants). 

Ruffher et al. teach a method for removing the 3' -untranslated region of a population of 
DNA molecules, wherein each DNA molecule in said population comprises an open reading 
frame and a 3 'untranslated region (see col. 12, line 54-67, col. 13, line 1-17, col. 5, line 34-67, 
col. 6, line 1-47), said method comprising 

(a) providing a population of DNA molecules, each of said DNA molecules terminating 
in a 3' overhang upstream of the open reading frame and in a blunt end downstream of the open 
reading frame, wherein each said DNA molecule is double-stranded (see col. 12, line 54-57, col. 
6, line 10-14); 

(b) treating sequentially said DNA molecules first with an exonuclease III and then with a 
single-stranded nuclease under conditions to remove said 3 '-untranslated region wherein the 
sequential treatment of said DNA molecules specifically remove the 3 'untranslated region from 
the end downstream of the open reading frame (see col. 12, line 57-67, col. 13, line 1-5, col. 6, 
line 14-20, Fig. 2). 
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However, Rufffher et al. did not specifically teach removal of stop codon, cDNA 
produced by reverse transcription and said population of DNA molecules comprising at least 10 6 
DNA molecules. 

Szostak et al. teach a method of claim 4, for selection of desired RNA and screening 
cDNA libraries, wherein Szostak et al. disclose that the method comprises generating a cDNA 
library, ligating a protein acceptor, and testing the interaction with particular molecules, wherein 
stop codons and 3-UTR regions are avoided by removal of stop codons and 3-UTR from the 
DNA sequences (see col. 3, line 16-26, col. 41, line 59-67, col. 42, line 1-9). 

With regard to claim 5, Szostak et al. also teach that the DNA molecule is a cDNA 
produced by reverse transcription from an RNA sequence (see col. 4, line 27-31) and 

With regard to claims 11, Szostak et al. teach that a population of DNA molecules 
comprises one or more DNA molecules, that includes more than 109 to more than 10 14 DNA 
molecules (see col. 39-43, line 63-67, col. 5, line 1-3). 

It would have been prima facie obvious to a person of ordinary skill in the art at the 
time the invention was made to modify the method for removing 3'UTR as taught by Ruffner et 
al. with a step of including removal of stop codons, and an addition of cDNA library comprising 
more than 10 14 DNA molecules as taught by Szostak et al. for the purpose of screening cDNA 
libraries because Szostak et al. explicitly taught that "for screening cDNA libraries the stop 
codons and 3'-UTR are avoided if desirable (see col.42, line 3-9). Therefore one skilled in the art 
would have been motivated to combine the method of removal of 3'UTR as taught by Ruffher et 
al. with a step of removal of stop codons and inclusion of cDNA libraries as taught by Szostak et 
al. because the ordinary artisan would have a reasonable expectation of success that inclusion of 
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said parameters would result in screening of a large number of cDNAs that would aid in 
identifying new genes. 
Response to arguments. 

8. Applicants' arguments with regard to the rejection of claims 1,3 under 35 USC 102(b) as 
being anticipated by Hotz et al., Applicants' arguments are fully considered and found 
persuasive in view of the arguments and amendment. 

9. With regard to the rejection of claims 1-3 under 102(e) as being anticipated by Treco et al., 
Applicants' comments are considered and Examiner herein confirm that the rejection was 
withdrawn in the previous office action. 

10. Applicants' arguments with regard to the rejection of claims 1-3 under 35 USC 102(b) as 
being anticipated by Hotz et al., Applicants' arguments are fully considered and found 
persuasive in view of the arguments and amendment. 

11. Applicants' arguments with regard to the rejection of claims 4-1 1 under 35 USC 103(a) as 
being obvious over Hotz et al. in view of Szostak et al., Applicants' arguments and the 
amendment are fully considered and the rejection is withdrawn herein in view of the arguments 
and the amendment. 

Conclusion 

No claims are allowable. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Suryaprabha Chunduru whose telephone number is 571-272- 
0783. The examiner can normally be reached on 8.30A.M. - 4.30P.M , Mon - Friday,. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 571-272-0782. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Suryaprabha Chunduru ^ * 
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Art Unit 1637 




